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Art Unit: 2625 

DETAILED ACTION 

• This action is responsive to the following communication: an Amendment After Final filed on 
2/16/06. 

• Claims 1-35 are pending in application. 



PRIOR ART REJECTIONS 

PART 1: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5, 10-21, 26-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moscato et al (US 6335978), and in view of Kitabatake (US 6099181). 

Regarding claim 1, Moscato discloses a system (system 10 for verifying document, fig. 1) 
for verifying a document comprising: 

• first means (RIP 11 for providing image data 13, fig. 1) for providing a first electronic image 
(original image 13, fig. 1) of a document; 

• second means (imaging device 15, fig. 1) for providing a second electronic image (scanned 
copy of printed image 16, fig. 1) of a document, said second electronic image being a scanned 
copy (scanned copy image 21 is a printed version of image data 13, fig. 2) of a printed version of 
said first electronic image; and 

• third means (comparison device 12 for comparing original image 13 and printed image 21, fig. 
1, coL 3, lines 35-65) for comparing said first and second electronic images and providing an 
output (output response 22 as shown in fig. 1, col, 3, lines 35-65) response thereto, wherein said 
output signifies whether said printed version of said first electronic image is a successful print 
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(verify ing/analy zing any discrepancy to determine whether printed version of original image is 
successful print, col. 2, lines 4-15). 

However, Moscato fails to teach and/or suggest a prohibition of printing another copy if a 
printed page has been sucessfully printed. 

Kitabatake, in the same field of endeavor for printing, teaches a prohibition of printing 
another copy if a first printed copy is sucessfully printed (reprinting is prohibited if the printed 
page has been successful printed, col. 2, lines 8-11, col. 11, lines 18-45). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify printing system of Moscato to prohibit printing of another copy of 
successful printed page as taught by Kitabatake because of a following reason: (1) to eliminate 
consumable wastes such as ink and paper via prohibiting reprinting an additional copy if a first 
copy has been successful printed. 

Therefore, it would have been obvious to combine Moscato with Kitabatake to obtain the 
invention as specified in claim 1 . 

Regarding claim 2, Moscato further discloses the invention of claim 1 wherein said second 
image is derived from said first image (image 21 is derived from original image 13 via printer 
15, fig. l,col. 3, lines 35-65). 

Regarding claim 3, Moscato further discloses the invention of claim 1 wherein said second 
means includes a scanner (scanner 20, fig. 1, and scanner 20 can also be incorporated within 
printer 15, fig. 3). 

Regarding claim 4, Moscato further discloses the invention of claim 3 wherein said second 
means includes a printer (printer 15, figs. 1 and 3). 

Regarding claim 5, Moscato further discloses the invention of claim 4 wherein said scanner 
(scanner 20, fig. 1, and scanner 20 can also be incorporated within printer 15, fig. 3) is mounted 
to scan a document printed by said printer to provide said second image. 
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Regarding claim 10, Kitabatake further teaches the invention 5 further including means for 
detecting a print restriction (col. 14, lines 27-45) with respect to said first image. 

Regarding claim 11, Kitabatake further teaches the invention of claim 10 further including means 
responsive to said print restriction and said third means for disabling a second print of (col. 14, 
lines 27-45) said document. 

Regarding claim 12, Moscato further teaches the invention of claim 1 wherein said first means 
includes a personal computer (RIP 1 1 or XL Data system 26, fig. 1-2 respectively). 

Regarding claim 13, Moscato further teaches the invention of claim 12 wherein said first image 
is obtained from a network (fig. 1). 

Regarding claim 14, Moscato further teaches the invention of claim 13 wherein said network is 
the Internet (providing images via Internet is well known). 

Regarding claims 15-17, Moscato further teaches the invention of claim 1 wherein said third 
means include software stored on a computer readable medium (comparison device 12, fig. 1, 
and obviously, comparison device 12 includes a computer instruction program for comparing 
original image with printed image, for example, OCR software). 

Regarding claims 18-19, Moscato further teaches the invention of claim 1 wherein said third 
means includes means for converting said first image to text (comparison device 12, fig. 1, and 
obviously, comparison device 12 includes a computer instruction program for comparing original 
image with printed image, for example, OCR software). 

Regarding claim 20, Moscato further teaches the invention of claim 19 wherein said third means 
includes means for comparing the text representing said first image to said text representing said 
second image (OCR software for comparing texts are well known and widely available). 
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Regarding claim 21, Moscato further discloses a system (system 10 for verifying 
document, fig. 1) for verifying a printed document comprising: 

• a computer (RIP 11 for providing image data, fig. 1) for providing a first electronic image 
(original image 13, fig. 1) of a document; 

• a printer (imaging device 15, fig. 1) coupled to said computer; 

• a scanner (scanner 20, fig. 1) adapted to scan a document printed by said printer to provide a 
second electronic image (printed image 21, fig. 1) of said document, said second electronic 
image being a scanned copy of a printed version of said first electronic image; and 

• softv^are (comparison device 12, fig. 1, and obviously, comparison device 12 includes a 
computer instruction program for comparing original image with printed image, for example, 
OCR software) for comparing said first and second electronic images (comparison device 12 for 
comparing original image 13 and printed image 21, fig. 1, col. 3, lines 35-65) and providing an 
output response thereto (output response 22 as shown in fig. 1, col. 3, lines 35-65), wherein said 
output signifies whether said printed version of said first electronic image is a successful print 
(verifying/analyzing any discrepancy to determine whether printed version of original image is 
successful print, col. 2, lines 4-15). 

However, Moscato fails to teach and/or suggest a prohibition of printing another copy if a printed 
page has been sucessfuUy printed. 

Kitabatake, in the same field of endeavor for printing, teaches a prohibition of printing 
another copy if a first printed copy is sucessfully printed (reprinting is prohibited if the printed 
page has been successful printed, col. 2, lines 8-11, col. 11, lines 18-45). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify printing system of Moscato to prohibit printing of another copy of 
successful printed page as taught by Kitabatake because of a following reason: (1) to eliminate 
consumable wastes such as ink and paper via prohibiting reprinting an additional copy if a first 
copy has been successful printed. 

Therefore, it would have been obvious to combine Moscato with Kitabatake to obtain the 
invention as specified in claim 21. 

Regarding claim 26, Kitabatake further teaches the invention 21 further including means for 
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detecting a print restriction (col. 14, lines 27-45) with respect to said first image. 

Regarding claim 27, Kitabatake further teaches the invention of claim 26 further including means 
responsive to said print restriction and said third means for disabling a second print of (col. 14, 
lines 27-45) said document. 

Regarding claim 28, Moscato further teaches the invention of claim 21 w^herein said first image 
is obtained from a netv^ork (fig. 1). 

Regarding claim 29, Moscato fiirther teaches the invention of claim 28 wherein said network is 
the Internet (providing images via Internet is well known). 

Regarding claims 30-31, Moscato fiirther teaches the invention of claim 30 wherein said third 
means include software stored on a computer readable medium (comparison device 12, fig. 1, 
and obviously, comparison device 12 includes a computer instruction program for comparing 
original image with printed image, for example, OCR software). 

Regarding claims 32-33, Moscato fiirther teaches the invention of claim 30 wherein said third 
means includes means for converting said first image to text (comparison device 12, fig, 1, and 
obviously, comparison device 12 includes a computer instruction program for comparing original 
image with printed image, for example, OCR software). 

Regarding claim 34, Moscato fiirther teaches the invention of claim 33 wherein said third means 
includes means for comparing the text representing said first image to said text representing said 
second image (OCR isoftware for comparing texts are well known and widely available). 

Regarding claim 35: Claim 35 is a method that corresponding to the apparatus and recite 
limitations that are similar and in the same scope of invention as to those in claim 1 ; therefore, 
claim 35 is rejected for the same rejection rationale/basis as described in claim 1 above. 
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Claims 6-9 & 22-25 are rejected under 35 U.S.C. 103(a) as being impatentable over Moscato and 
Kitabatake as described in claims 1-5, and 21 above, and in view of Schwenk et al (6590995). 
Regarding claims 6 & 22, combinations of Moscato and Kitabatake do not expressly disclose a 
verification system includes means for adding a fingerprint to an image. 

Schwenk, in the same field of endeavor for securing documents, teaches a verifying 
includes means for adding a fingerprint to a digital image (adding a digital fingerprint into a 
digital document, abstract, col.l, lines 20-25 and col. 2, lines 3-22). 

It would have been obvious to one of ordinary skill in the art at the time of the invention was 
made to modify print system of Moscato and Kitabatake to include a means for adding a 
fingerprint to an image as per teachings of Schwenk because of a following reason: (•) to add 
more security to the confidential documents by incorporating fingerprints onto the documents as 
being processed by Moscato. 

Therefore, it would have been obvious to combine Moscato and Kitabatake with Schwenk to 
obtain the invention as specified in claims 6 & 22. 

Regarding claims 7 & 23, Moscato further teaches means for printing (printer 15, fig. 2) said 
fingerprint on said document (printing fingerprint on document is well known in the art). 

Regarding claims 8 & 24, Moscato fiirther teaches a scanner (scanner 20, 23, fig. 2) is adapted to 
scan said fingerprint and provide a fingerprint output signal in response thereto (scanning 
fingerprint is well known in the art). 

Regarding claims 9 & 25, combinations of Moscato, Kitabatake and Schwenk teach disabling 
said printer when said fingerprint of said printed version is not detected in an image that is 
purported to be a scanned copy of said printed version (incorporating a fingerprint into a 
document prevents hackers/unauthorized users fi-om duplicating unauthorized copies of 
confidential/protected documents as taught by Schwenk, abstract, and col. 2, lines3-67). 



PART 2: 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5, 10-21, 26-35 are rejected imder 35 U.S.C. 103(a) as being unpatentable over 
Moscato et al (US 6335978), and in view of Manchala et al (US 60881 19). 

Regarding claim 1, Moscato discloses a system (system 10 for verifying document, fig. 1) 
for verifying a document comprising: 

• first means (RIP 11 for providing image data 13, fig. 1) for providing a first electronic image 
(original image 13, fig. 1) of a document; 

• second means (imaging device 15, fig. 1) for providing a second electronic image (scanned 
copy of printed image 16, fig. 1) of a document, said second electronic image being a scarmed 
copy (scanned copy image 21 is a printed version of image data 13, fig. 2) of a printed version of 
said first electronic image; and 

• third means (comparison device 12 for comparing original image 13 and printed image 21, fig. 
1, col. 3, lines 35-65) for comparing said first and second electronic images and providing an 
output (output response 22 as shown in fig. 1, col. 3, lines 35-65) response thereto, wherein said 
output signifies whether said printed version of said first electronic image is a successful print 
(verifying/analyzing any discrepancy to determine whether printed version of original image is 
successful print, col. 2, lines 4-15). 

Moscato fails to teach and/or suggest teaches a prohibition of additional printed version 
fi^om being produced if said output is signified to be a successful print, 

Manchala, in the same field of endeavor for printing, teaches a prohibition of additional printed 
version from being produced if said output is signified to be a successful print (reprinting is 
prohibited if the first printed check is successful printed, col. 2, lines 30 to col. 3, lines 35 and 
col. 5, lines 1-10). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify printing system of Moscato to include a prohibition unit/flag to prevent 
printing of additional copy of successful printed image as taught by Manchala because of a 
following reason: (•) to prevent unauthorized reprinting of additional checks (col. 3, lines 15-18 
and lines 62-63); (•) to prohibit reprinting of an additional documents (e.g. movie tickets, 
checks, stamps, and etc) that users/operators are not entitled to. 

Therefore, it would have been obvious to combine Moscato with Manchala to obtain the 
invention as specified in claim 1. 

Regarding claim 2, Moscato further discloses the invention of claim 1 wherein said second 
image is derived from said first image (image 21 is derived from original image 13 via printer 
15, fig. 1, col. 3, lines 35-65). 

Regarding claim 3, Moscato further discloses the invention of claim 1 wherein said second 
means includes a scanner (scanner 20, fig. 1, and scanner 20 can also be incorporated within 
printer 15, fig. 3). 

Regarding claim 4, Moscato further discloses the invention of claim 3 wherein said second 
means includes a printer (printer 15, figs. 1 and 3). 

Regarding claim 5, Moscato further discloses the invention of claim 4 wherein said scarmer 
(scanner 20, fig. 1, and scanner 20 can also be incorporated within printer 15, fig. 3) is mounted 
to scan a document printed by said printer to provide said second image. 

Regarding claim 10, Manchala further teaches the invention 5 further including means for 
detecting a print restriction (no-print restriction flag, col. 3, lines 30-35) with respect to said first 
image. 



Application/Control Number: 09/828,341 Page 1 0 

Art Unit: 2625 

Regarding claim 1 1, Manchala further teaches the invention of claim 10 further including means 
responsive to said print restriction and said third means for disabling a second print of (disabling 
reprinting, col. 3, lines 60-65) said document. 

Regarding claim 12, Moscato further teaches the invention of claim 1 wherein said first means 
includes a personal computer (RIP 1 1 or XL Data system 26, fig. 1-2 respectively). 

Regarding claim 13, Moscato further teaches the invention of claim 12 wherein said first image 
is obtained from a network (fig. 1). 

Regarding claim 14, Moscato further teaches the invention of claim 13 wherein said network is 
the Internet (providing images via Internet is well known). 

Regarding claims 15-17, Moscato further teaches the invention of claim 1 wherein said third 
means include software stored on a computer readable medium (comparison device 12, fig. 1, 
and obviously, comparison device 12 includes a computer instruction program for comparing 
original image with printed image, for example, OCR software). 

Regarding claims 18-19, Moscato further teaches the invention of claim 1 wherein said third 
means includes means for converting said first image to text (comparison device 12, fig. 1, and 
obviously, comparison device 12 includes a computer instruction program for comparing original 
image with printed image, for example, OCR software). 

Regarding claim 20, Moscato further teaches the invention of claim 19 wherein said third means 
includes means for comparing the text representing said first image to said text representing said 
second image (OCR software for comparing texts are well known and widely available). 

Regarding claim 21, Moscato further discloses a system (system 10 for verifying document, fig. 
1) for verifying a printed document comprising: 



Application/Control Number: 09/828,341 Page 1 1 

Art Unit: 2625 

• a computer (RIP 11 for providing image data, fig. 1) for providing a first electronic image 
(original image 13, fig. 1) of a document; 

• a printer (imaging device 15, fig. 1) coupled to said computer; 

• a scanner (scanner 20, fig. 1) adapted to scan a document printed by said printer to provide a 
second electronic image (printed image 21, fig. 1) of said document, said second electronic 
image being a scanned copy of a printed version of said first electronic image; and 

• software (comparison device 12, fig. 1, and obviously, comparison device 12 includes a 
computer instruction program for comparing original image v^ith printed image, for example, 
OCR software) for comparing said first and second electronic images (comparison device 12 for 
comparing original image 13 and printed image 21, fig. 1, col. 3, lines 35-65) and providing an 
output response thereto (output response 22 as shown in fig. 1, col. 3, lines 35-65), wherein said 
output signifies whether said printed version of said first electronic image is a successfiil print 
(verify ing/analyzing any discrepancy to determine whether printed version of original image is 
successfiil print, col. 2, lines 4-15). 

However, Moscato fails to teach and/or suggest a prohibition of additional printed 
version fi-om being produced if said output is signified to be a successfiil print. 

Manchala, in the same field of endeavor for printing, teaches a prohibition of additional 
printed version fi-om being produced if said output is signified to be a successful print (reprinting 
is prohibited if the first printed check is successfiil printed, col. 2, lines 30 to col. 3, lines 35 and 
col. 5, lines 1-10). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify printing system of Moscato to include a prohibition unit/flag to prevent 
printing of additional copy of successfiil printed image as taught by Manchala because of a 
following reason: (•) to prevent unauthorized reprinting of additional checks (col. 3, lines 15-18 
and lines 62-63); (•) to prohibit reprinting of an additional documents (e.g. movie tickets, 
checks, stamps, and etc) that users/operators are not entitled to. 

Therefore, it would have been obvious to combine Moscato with Manchala to obtain the 
invention as specified in claim 21. 
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Regarding claim 26, Manchala further teaches the invention 21 further including means for 
detecting a print restriction (no-print restriction flag, col. 3, lines 30-35) with respect to said first 
image. 

Regarding claim 27, Manchala further teaches the invention of claim 26 further including means 
responsive to said print restriction and said third means for disabling a second print of (disabling 
reprinting, col. 3, lines 60-65) said document. 

Regarding claim 28, Moscato further teaches the invention of claim 21 wherein said first image 
is obtained from a network (fig. 1). 

Regarding claim 29, Moscato further teaches the invention of claim 28 wherein said network is 
the Internet (providing images via Internet is well known). 

Regarding claims 30-31, Moscato further teaches the invention of claim 30 wherein said third 
means include software stored on a computer readable medium (comparison device 12, fig. 1, 
and obviously, comparison device 12 includes a computer instruction program for comparing 
original image with printed image, for example, OCR software). 

Regarding claims 32-33, Moscato further teaches the invention of claim 30 wherein said third 
means includes means for converting said first image to text (comparison device 12, fig. 1, and 
obviously, comparison device 12 includes a computer instruction program for comparing original 
image with printed image, for example, OCR software). 

Regarding claim 34, Moscato further teaches the invention of claim 33 wherein said third means 
includes means for comparing the text representing said first image to said text representing said 
second image (OCR software for comparing texts are well known and widely available). 
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Regarding claim 35: Claim 35 is a method that corresponding to the apparatus and recite 
limitations that are similar and in the same scope of invention as to those in claim 1 ; therefore, 
claim 35 is rejected for the same rejection rationale/basis as described in claim 1 above. 

Claims 6-9 & 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Moscato and 
Manchala as described in claims 1-5, and 21 above, and in view of Schwenk et al (6590995). 
Regarding claims 6 & 22, combinations of Moscato and Manchala do not expressly disclose a 
verification system includes means for adding a fingerprint to an image. 

Schwenk, in the same field of endeavor for securing documents, teaches a verifying 
includes means for adding a fingerprint to a digital image (adding a digital fingerprint into a 
digital document, abstract, col.l, lines 20-25 and col. 2, lines 3-22). 

It would have been obvious to one of ordinary skill in the art at the time of the invention was 
made to modify print system of Moscato and Manchala to include a means for adding a 
fingerprint to an image as per teachings of Schwenk because of a following reason: (•) to add 
more security to the confidential documents by incorporating fingerprints onto the documents. 

Therefore, it would have been obvious to combine Moscato and Manchala with Schwenk 
to obtain the invention as specified in claims 6 & 22. 

Regarding claims 7 & 23, Moscato further teaches means for printing (printer 15, fig. 2) said 
fingerprint on said document (printing fingerprint on document is well known in the art). 

Regarding claims 8 & 24, Moscato further teaches a scanner (scarmer 20, 23, fig. 2) is adapted to 
scan said fingerprint and provide a fingerprint output signal in response thereto (scarming 
fingerprint is well knovm in the art). 

Regarding claims 9 & 25, combinations of Moscato, Manchala and Schwenk teaches disabling 
said printer (disabling a printer is taught by Manchala) when said fingerprint of said printed 
version is not detected in an image that is purported to be a scanned copy of said printed version 
(incorporating a fingerprint into a document prevents hackers/unauthorized users from 
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duplicating unauthorized copies of confidential/protected documents as taught by Schwenk, 
abstract, and col. 2, lines3-67). 

Response to Arguments 

Applicant's arguments filed 6-1 1 have been fully considered but they are not persuasive. 

• Regarding claims 1, 21, 35, the applicants argued the cited prior art of record (US 60881 19 to 

Manchala et al) fails to teach and/or suggest "wherein said output signifies whether said printed 

version of said first electronic image is a successful print and causes a prohibition of additional 

printed versions firom being produced if said output is signified to be a successful print". 

In response, Manchala clearly teaches a printing system wherein reprinting another copy of 

already printed check is prohibited (col. 2, lines 64 to col. 4, lines 67). A "no-print flag" is 

enabled after a check has been successfully printed. A "no-print flag" is enabled for only checks 

that have been already printed. 

Applicant's arguments, see pages 8 & 10, filed 2/16/06, with respect to the rejection(s) of 
claim(s) 7-9, 23-25 under 103(a) have been fully considered and are persuasive. Therefore, the 
rejection has been withdravm. However, upon further consideration, a new ground(s) of 
rejection is made in view of different interpretations of previously applied arts (see rejections to 
claims 7-9, 23-25 for more details). In addition, upon further consideration and searches, the 
examiner also found an additional reference that also teaches reprinting is prohibited if the 
printed copy has been successfully printed. NOTE: The office action herein contains two 
separate prior art rejections (Part One and Part Two). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L. Pham whose telephone number is (571) 272-7439. 
The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Thierry L. Pham 




